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First Office Action Rejection Frequency Non-final Office Action Frequency Final Office Action Frequency
(226 First Office Actions Analyzed) (455 Non-Final Office Actions Analyzed) (328 Final Office Actions Analyzed)

102 103 112 1m DP AMM 102 103 112 m DP AMM 102 103 112 1m DP AMM
REASONS FOR REJECTION

102 M 35 U.S.C. 8102 Rejection 35 U.S.C. §112 Fifth Paragraph Rejection AvM [ References Alice

103 M 35U.S.C.8103 Rejection M 35 U.5.C. §112 Sixth Paragraph Rejection M References Mayo

112 M 35 U.S.C. §112 First Paragraph Rejection 101 ™ 35U.S.C. 8101 Rejection I References Myriad

35 U.S.C. 8112 Second Paragraph Rejection DP ¥ Obviousness Type Double Patenting Rejection
I 35 U.S.C. §112 Fourth Paragraph Rejection Statutary Type Double Patenting Rejection

Tara Krarouski, The Most Important Patent Examiner Statistic (Dec. 13, 2016)
http://knowledge.reedtech.com/intellectual-property-all-posts/the-most-important-patent-examiner-statistics-besides-allowance-rates
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Top 20 Companies Investing in Al Talent

No other company comes close to matching the $227.8 million

that hiring and salary firm Paysa estimates Amazon will spend
hiring artificial intelligence talent.
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Evaluating Subject Matter
Eligibility

Examiners are to:

1. Review the disclosure to
identify what applicant
considers as the invention.

2. Determine if the claim falls
into a statutory category.

3. Identify the judicial
exception recited in the
claim (if any).

4. Determine if the claim as a
whole recites significantly
more than the judicial
exception itself.

Qi;' K}x /

YES

Y
CLAIM QUALIFIES
AS ELIGIBLE SUBJECT
MATTER UNDER
35 USC 101

9

IS THE CLAM TO
A PROCESS, MACHINE,

MANUFACTURE OR
COMPOSITION OF
MATTER?

(Step 2A)
{PART | Mayo test]
IS THE CLAIM DIRECTED
TO A LAW OF NATURE, A

NATURAL PHENOMENON, OR AN

ABSTRACT IDEA
(JUDICIALLY RECOGNIZED
EXCEPTIONS ) ?

(Step 28B)
[PART 2 Mayo test]
DOES THE CLAIM RECITE
ADDITIONAL ELEMENTS THAT
AMOUNT TO SIGNIFICANTLY
MORE THAN THE JUDICIAL
EXCEPTION?

CLAIM IS NOT
ELIGIBLE SUBJECT

MATTER
UNDER 35 USC 101
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« DDR Holdings v Hotels.com (Fed. Cir. 2014)
— JL—LIFRAMIHOMY DT NRICELFzeav—X
DITR—TFRMTEIVRTLRUVFEICERS, 5l
TR AE T, V—REGDIITR—D DG ZERAL
0)717"\0—°)W':§7TT0

— CAFCIF2EEBETAMD T CTHBPZLYMEEZETE




Stepl.:

Step 2:

IR IABZ—T—R

HWRNT AT 7@ L TLVEL

The claimed solution is necessarily rooted in computer
technology (R#IL—LIZHRABRFERIFAVELI—IRYRT—V%
ADREZHERT D012, AV E 21— ARIZEE D, )in
order to overcome a problem specifically arising in the realm
of computer networks.

TATT7LULE RIEEABZHY

The claims at issue here specify how interactions with the
Internet are manipulated to yield a desired result—a result that
overrides the routine and conventional sequence of events
ordinarily triggered by the click of a hyperlink. (KD oL —LlF
A=Y EDHEEBEZTIRIET S A EZZHELIMEDRER, Blb/
AIN=) 20D )T HETHERIDIL—F O THREEMGZFIEIZA
HAEEREHBTLVS)...When the limitations of the '399 patent's
asserted claims are taken together as an ordered combination,
the claims recite an invention that is not merely the routine or
conventional use of the Internet.



Seed*™®

* Enfish v. Microsoft, 2016 U.S. App. LEXIS 8699 (Fed. Cir. 2016)

— FFIZEDONTINERZREZHANTC. EHOEEZEXF1DOOT—TILA
TEEREWCEAEMFAIEEFRREET AT —2REFEREV AT L,
JL—23F T —ER—ZADESIZEHDRN 2 DT—TILELEL
9. BRET—IRR. WEMLGT—2RTF. ZLT,. T—4R—
ABEOXRHMEEL-5T .

— Mayo/Alicesx = & ¥R DFEFEKEICEAT 52 AT YT TARDE
1ZRATYTDHIZEY . KRERBIIHEHT A T«TIZRIToNT-
LD TITEWNESNEE R

12
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KE|HIIL—L:
A data storage and retrieval system for a computer memory,
comprising:
means for configuring said memory according to a logical table, said
logical table including:

a plurality of logical rows, each said logical row including an object
identification number (OID) to identify each said logical row, each
said logical row corresponding to a record of information;

a plurality of logical columns intersecting said plurality of logical
rows to define a plurality of logical cells, each said logical column
including an OID to identify each said logical column; and

means for indexing data stored in said table

13



Step 1- R T AT 7 ZLEH LA LY Here, the claims are not simply
directed to any form of storing tabular data, but instead are
specifically directed to a self-referential table for a computer

database (A E1—A2TERINAEFEDBCSIAT—7ILIZIERS).

— The necessity of describing the claims in such a way is
underscored by the specification’s emphasis that “the present
Invention comprises a flexible, self-referential table that stores
data” (BMIZE CARBPN T 22 RETIRRLGBEZ5IAT—TIIZERD
C &% n&ER)

Step 2-TBE D HEHL: Because the claims are not directed to an

abstract idea under step one of the Alice analysis, we do not need

to proceed to step two of that analysis.

14
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SHT7ILT) X L

 McRO, Inc. v. Bandal Namco (Fed. Cir. 2016)

— JL—ALIET7=AD3IDFFZ72—DODEFEEHREIZEHESA
EDRRIZERSD EERITABNGZEELEOZEHE OB AREZITD
TW=A, COFETETEH L, MBIXIL—LDIHBERUTAT
IR UIREZTROHDELTESIEHIM

— CAFCIIRKTRIL—LDPHERITA T 7L, FeFERKHDHET
(W ELTHE DI ERE-ZLREL, JL—LALIEZSETARMIC
FOTITONTI={EEZFZOVE1—3TITOAEIZER DD FTILLVAE
[CEHOTEITINSAD T, HEAZAMEDLH S EFHIET,




Seed*™®

Step 1- MR M7 AT 7ZEE LAY Here, the claims are limited to
rules with specific characteristics (FEDHFHEEFDIL—ILIZRTE).

— The claims themselves set out meaningful requirements for the
first set of rules: the ordered combination of claimed steps, using
unconventional rules that relate sub-sequences of phonemes,
timings, and morph weight sets. (% . 244329 . E—7429 Ak
b DYTO— U RIZET HIENLGIL—ILEER)

— Claims are not directed to an abstract idea if they focus on a
specific means or method that improves the relevant technology
(BT DR R T DEEDERXIEHEIZFHRSH) or are instead
directed to a result or effect that itself is the abstract idea and
merely invoke generic processes and machinery.

Step 2-Not necessary HBIENHEHEL



o Bt ) i
HeEER (MPF)IL— L

e MPFIL—LXE DR
1. HL—AIZERSEN e DT
2. AN HEEAEERT AL L THME CERAN B DT

o BAFEMEZEH: LY ERHS
BRfEN L — L DT ZER T AR ZEARL TSN ?
vV B FES LRI TV
V L —LICRREINT-ERDHEEDETEERT SERMNEIEIC
BIHZECRRR SN TLVELY
vV RBEASFRSINTOTEIL—LEEHDHEBEED X SR ZRMNAEA

17



@ ~ L\ j Seed*™
#ﬂzﬁEE’J(MPF)/JI/ — /s
J:UI_JL\EIﬁT«_-l-_—%%LJ

» VIh I T7REEFRADABRGEZEH

— VIR IIT DAV AT AVIZH O THEDHEEZZERT 5L
093 L3nt=A 3 E 1—%(a general purpose computer)(&
% F B B3 E 1—4(a specific purpose computer)Z &k
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Rank

of Score
Statistic

Companies

Gilead Sciences Inc. (US.)
Celgene Comp. (U.S))
Biogen Inc. (U.S.)

Amgen Inc. (U.S.)

Regeneron
Phamaceuticals, Inc. (U.S.)

Shire Pic (US))
CSL Ltd. (Australia)
Novozyme (Denmark)

Vertex Pharmaceuticals Inc.
U.Ss)

Alexion Phamaceuticals
Inc. US))

lllumina, Inc. (U.S.)

Grifols International, S.A.
(Spain)

United Therapeutics Comp.
us)

BioMarin Phamaceutical
Inc. US)

Agilent Technologies (U.S.)

Total
Revenue,
2015 (USD
Million)

32,639.00
9.256.00
10,763.80

21,662.00

4103.73
6,416.70
6,129.00

1,993.51

1,032.34

2604.05

2219.76

4,167.88

1,465.76

889.90

4,038.00

Revenue
Growth
2014-15
(%)

Operati
ng
Expens
e Ratio,
2015
(%)

32.00

75.64

54 .56

60.90

R&D by
Sales
Ratio,
2015
(%)
9.23
3994
18.70

18.79

Income per
employee,

2015 (USD
Thousand)

4079 .88

1327.79

1464 46

121017

9161.01

Market
Cap,
2016
(USD
Billion)

138.1

86.40

61.90

122.4
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Life Science/Biotechnology

DNA
fingerprinting

Pre-natal
diagnosis of
inherited diseases

Biopharmaceuticals
like insulin,

somatostatin,
interferons

Medical Biotechnology

Pharmaco-

of vaccines Skin
grafting
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o ¥k DERST
— Mayo v. Prometheus (2012): 2E%XRE 5 #7
c BIEFARE A4 —AFERE
— AMP v. Myriad (2013): B
- HEtDNA BHEEE
- BAMDGIESI-EPLREES




Mayo-Myriad D=2

AU Group Technology

Organic Compounds. Bio-Affecting, Body Treating, Drug Delivery, Steroids,
Herbicides, Pesticides, Cosmetics, and Drugs

1620 Organic Chemistry

Molecular Biology, Bioinformatics, Nucleic Acids, Recombinant DNA and
1630 RNA, Gene Regulation, Nucleic Acid Amplification, Animals and
Recombinant Plants, Combinatonal/Computational Chemistry

Immunology, Receptor/Ligands, Cytokines, Recombinant Hormones, and
Molecular Biology Thereof

1660 |Fermentation, Microbiology, Isolated and Recombinant Proteins/Enzymes
1660 [Plants

Cross-section of TC1600 subject matter uniting technology from the organic,
1670 |nucleic acid, protein, and antibody arts, with a general focus on the
pharmacological, diagnostic, and therapeutic aspects

1610

1640

Table 2. Technologies associated with each art unit group in the biotechnology and organic chemistry TC
1600.

Trends in Subject Matter Eligibility for Biotechnology Inventions, IP Watchdog, July 12, 2015
http://www.ipwatchdog.com/2015/07/12/trends-in-subject-matter-eligibility-for-biotechnology-inventions/id=59738/
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% OAs with 101 Rejection

40

30

20 -

10 -

oS |

Mayo-Myriad 0 E2£

1610 1620 1630 1640 1650 1660 1670
Art Unit Group

u Pre-Mayo

m After Mayo

= After Myriad

m After Myriad Guidelines
m After Alice

um After Interim Guidelines
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HIGFaE

Ariosa Vv. Sequenom (Fed. Cir. 2015)

o BFEFHEESequenom I MIR K U IMNE AN D EMAZAG IR DNA(
ciiDNA)DFEZ R RUITIEOMAEER Mo R REMEKRIR
DNAZEH T A ETIHEBREMICIBROLBAREESEZE L VE
RTEZWIT DA EZHFE, Ariosafth DS . HFEYD-EERE
DDIFFAZFIEE, HEF(EL. IL—LDOXENFBAZYEEZEHL
HUWNELTENEHIETL . FFEFEE LR,

« JL—LHABARIBRRIZHLEFHFZKRDOLHEDEL THEL D EhH
Bz 245,

27
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KRIL—L

1. A method for detecting a paternally inherited nucleic acid of
fetal origin performed on a maternal serum or plasma sample from a
pregnant female GFiRZ O BIRMEF =L MIFH O TILIZH L TITHhNID
RRIBEFERDRXRRECKEBZRET 5AETH>T), which method
comprises

amplifying a paternally inherited nucleic acid from the serum or
plasma sample (ILFEFIEFMBFH T ILHO LR RECKEEIERL)

detecting the presence of a paternally inherited nucleic

acid of fetal origin in the sample (4> 7L b DB REEDR RE
EREODFRZREIHHE,)

28
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1. REZIFRIDIL—LITFEHARBRRZEZH LTS
(cffDNA in maternal blood; paternally inherited
cffDNA)

2. BiE-fEH TFEIX1997F YD F R TIL—F1ELT=
ﬁE;IEE’JB'aﬁ?a@T BARIBRFZHBAZLAMZEORNR
[CZEHLL TUVERLY,

SHEBIL—LBLEMTIL—F AL LI-EEZM O TR EBARR
REMABTOE=DD

29
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« Sequenom DI IHEFEIEZEPO SIPOTHEFIF
— EP 0994963

» A detection method performed on a maternal serum or
plasma sample from a pregnant female, which method
comprises detecting the presence of a nucleic acid of fetal
origin in the sample, wherein said nucleic acid is a paternally

Inherited sequence which is not possessed by said pregnant
female.

— R ER (L RE BRI THL Rz LB VL — LSRRG

30
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HIGFaE

« Genetic Techs. v. Merial (Fed. Cir. 2016)

BARERISH I BTG D THAZ D EEL:
A method for detection of at least one coding region allele of a
multi-allelic genetic locus comprising:

a) amplifying genomic DNA with a primer pair that spans a non-
coding region sequence, said primer pair defining a DNA sequence
which is in genetic linkage with said genetic locus and contains a
sufficient number of non-coding region sequence nucleotides to

produce an amplified DNA sequence characteristic of said allele;
and

b) analyzing the amplified DNA sequence to detect the allele




« USPTO #EAZSMEREE
FAZISEDHEIL—L DY
— A method of treating a patient with julitis, the method comprising

administering an effective amount of anti-TNF antibodies to a
patient suffering from julitis

— A method of diagnosing and treating julitis in a patient, said
method comprising:
a. obtaining a plasma sample from a human patient;
b. detecting whether JUL-1 is present in the plasma sample;
c. diagnosing the patient with julitis when the presence of JUL-1
In the plasma sample is detected; and
d. administering an effective amount of anti-tumor necrosis factor
(TNF) antibodies to the diagnosed patient.




« PTAB D¥IMrIIBEREELFFE
— Ex Parte Chattier

« A method comprising applying at least one DDD condition therapeutic to a
patient based on at least one DDD altered risk associated biological marker
determined to be present in said patient. Not eligible

— Ex Parte Altwood

« A method comprising administering treatment to a patient at risk for
developing Alzheimer’s disease (AD) or a patient diagnosed with AD,
wherein the patient is homozygous or heterozygous for an Apolipoprotein E4
(APOE4) allele, and the patient has a single nucleotide polymorphism
(SNP)...rs4073366, wherein the patient is homozygous for the cytosine
allele (C-allele) or the patient is homozygous for the guanine allele (G-allele)
at the polymorphic position of rs407336 .... Not eligible



In re Roslin Institute (Fed. Cir. 2014)

« IUUNTREOOR)VIIMAMENSHEEEZIO—2F 5
FHEICODWTHHFZIER. TOAETE-=-yO—BEE (R
)— M (ENBLIZHS-F) 2OV THEFHFEZMELELSELT,
MODFEBAELTIL—LETERLEERERIE, USPTO [o0—>
SNT-MHZLFENOF RN - IEE A ELL TR,

« Held: CAFCIZRBHZUEDLZWLVBAYMDSTELGTIAE—ThHbE
LT. EBPZLUMEICEDZTUSPTONIEERE X1,
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