SONDERHOFF
EINSEL

ST D EHAROFFEFACUEREIC
9 DRRIMN DR T

Recent Changes of Japanese
Patent Law and Practice from a
European Point of View

Felix-Reinhard Einsel
Managing Partner, Patent Attorney in Japan
Sonderhoff & Einsel Law and Patent Office

6th October 2015, 14:00-19:00
Delegation of the European Union to Japan(Europa House)

. 1




" S

SONDERHOFF

EUNSOI SRR OHER (AASEFT) NS5
Numbers of Patent Applications from EU Applicants (JPO)

R J22K A3>4 1FUR

Germany France Netherlands England

1999 5509 2664 631 1935
2007 8068 3336 3607 1929
2008 8023 3458 3391 2079
2009 6602 3283 2726 1775
2012 6889 3722 1978 1654
2013 6897 3325 1850 1665
2014 6615 3452 2239 1731

H B R TERERIREZE 2000, 2008, 2009, 2010, 2013, 2014, 20155k (FKBAH=
Source: Hatsumeikyokai; Tokkyogyosei Nenjihoukokusho 2000, 2008, 2009, 2010, 2013,

2014, 2015
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EUNSOFF TR (RENFFT) SONPEREE T

Numbers of Patent Applications from EU Applicants (State
Intellectual Property Office of the People’s Republic of China)

R J52K A3>4 132
Germany France Netherlands England

1999 2201 888 579 569
2007 8066 2991 3481 1628
2008 8686 3170 3261 1795
2009 8264 3011 3089 1624
2012 12659 4315 2629 1874
2013 13712 4143 2546 1849
2014 13597 4575 2924 2050

HB R TERUERIREZE 2000, 2008, 2009, 2010, 2013, 2014, 20154 ik (¥R E

Source: Hatsumeikyokai; Tokkyogyosei Nenjihoukokusho 2000, 2008, 2009, 2010, 2013,
2014, 2015 3
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Comparison of nhumbers of Patent Applications from
EU Applicants

at the JPO and SIPO (2007, 2014)

SONDERHOFF

BARYFFT ESFEFT
JPO SIPO
RAY Germany 8068 8066
72K France 3336 2991
2007 —
A35>4 Netherlands 3607 3481
132 England 1929 1628
2014 B Germany 6615 13597
52K France 3452 4575
A5>4 Netherlands 2239 2924
1FURX England 1731 2050

H B

B TIRERIRESE 2008, 2015F ki (KBRS
EERMEEER (SIPO) DT H Ak hitp://www.sipo.gov.cn/tixx/

Source: Hatsumeikyokai; Tokkyogyosei Nenjihoukokusho 2008, 2015
SIPO website http://www.sipo.gov.cn/tjxx/
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> EUEZEOHAHNSFENAD > Why the shift of patent applications
HFEAFER DS T M from Japan to China happened
EDLOIMBIZZRETERD ? for EU based companies.
2003 : 7> 7(ICBlFBREANSE 2003 : Some EU based companies started
EANOEFEAEER DS T N predicting the shift of patent
BT R EANEUT LS applications from Japan to China.
H3B 2008 : The dissatisfaction of EU based

companies towards the Japanese
examination procedure (inventive step,
enablement requirement, support

20084 : EUTRZE(CHIIZHADE
Blcxgdnim ESE,

SCEE) NE-UIOE requirement) mounts to its peak.
99 2008 : Through the economic crisis,
20084 : Y=< -awhiEZIoNFIC. companies were forced to reduce the
BB S R number of patent applications,
NEC . ZOBDEZFT=0 whereby Japan was for a lot of

companies a target for such reduction,
since in East Asia, China was considered
more important. 5

(X FFRDON =y LT
BRETERVEATHOE
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> EUEZEOHANSFEAD > Why the shift of patent applications
HBEAFER D> T NME from Japan to China happened
EDSSMBIZZRETERH ? for EU based companies.
2011 . RHAKREX -BEBRE 2011 : The Great East Japan Earthquake
FiEZoOMNHT. BAN and Fukushima nuclear disaster
EUDYZAAZCHKAT1TIC brought Japan again into the focus
D EiFBN3ZENZ R of EU media. Unfortunately, the
n. FEFICEAOESNE economic depression for the last 20
BERSEDIFTIREANS years became an additional focus.
SNl (WA} s
20134 : ZLOEUTESNTEFDE 2013 . The patent examination and
25 BREICTT L TH LR enforcement in China started to
BAN TR ERET B 150 gain faith by EU companies.
OB Interest in the Japanese IP system
EENOUIZ10% )= e gets lower.

CEUEZEQEIRN RS
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> EULEZ0D E'ZIKD\BEF'/\O) » Why the shift of patent applications
HREAEID> T M from Japan to China happened
EDIORIBIEZFR TSN ? for EU based companies.

2015 : HAROFAICKHULTD 2015 : The reputation of the
EFEOEF—TEREE Japanese patent examination
ERKENDDH Do is becoming more favorable.
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IEOHARDEED Recent
E& S EEEE improvements and challenges

of Japanese examination

WES - EEHIROSHE Improvements : Reduction of time
(zA) (months) in examination
01 259 01 259
20.1 20.1
20 20
14.1 14.1
9.6 9.6
10 10
0 : : : : | 0 I I I I |
20115F  2012€F 2013FF 2014%F 2011 2012 2013 2014
HE: FEHTRERREE 2014, 20155k Source: Tokkyogyosei Nenjihoukokusho g
2014, 2015
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= SEAS Recent EINSEL
FIDEHADERD improvements and challenges
= \=EH B . .
ERKURE of Japanese examination
WE L - I TEAIREY DOHARS 5 E Improvements : Reduction of time in
= — S o~ HHF - appeal proceedings
(7H) (Or=AR772 3 5E) (months) (time needed for the
30 30 first office action)
20.0 20.0
20
15.8 20 15.8
12.6 12.4 12.6 124
10 10
0 : : : : : 0 : : : : :
2011€FF  2012€F 2013 20144 2011 2012 2013 2014
HE: M TRERREE 2014, 20155 Source: Tokkyogyosei Nenjihoukokusho
2014, 2015 2
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Hﬁﬂi EZIKGD?.E@_O) improvements and challenges
INERKRUTRE of Japanese examination
=D EREOH R EEE Improvements: Internationalization of
O E PR standards in judging
(%) Patent issuance  inventive step
rate (%)
70 70
5
5
)
5 60 60
50 50
50.2 50.2
40 ; ; ; ; ; — 40 ; ! ! } } }
2009 2010 2011 2012 2013 2014% 2009 2010 2011 2012 2013 2014
HBL: S5 THREXREE 2015F M Source: Tokkyogyosei Nenjihoukokusho 10

2015
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. . Recent EINSEL
FAEOEADEED improvements and challenges
FE=o NEEE ; i
NERNMURE of Japanese examination
MEL - ESEEOHBRESED Improvements: Internationalization of
el standards in judging
(%) = EREYFRAL Patent Invalidation inventive step
rate (%)
50 50
% aas s
i 39.7 39.7
#® 40 40
=h 35.1 35.1
K
574 . 29.3 30 29.3
20 20.4 20 20.4
10 10

2009 2010 2011 2012 2013 20144 2009 2010 2011 2012 2013 2014

HE: B TRERREE 201540k Source: Tokkyogyosei Nenjihoukokusho 11

2015
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Recent

improvements and challenges
of Japanese examination

Other improvements .

@ Oral hearings and unofficial
interviews at the JPO have
become commonplace.

(2 Reasons for refusal in office
actions are more understandable
and provide extra details.

3 Sharp decline of office actions
due to lack of unity of invention
complaints

@ Resumption of the post grant

opposition >
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BIROHADEED Recent EINSEL
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improvements and
challenges of Japanese examination

i

6,130 B EEFEDEH

Invalidation Trial

=322 W OAEHFEEETT

Opposition
4,566 4,558

3,896

3,536
3,150 HE: $SEFEDEZHRITHEDEA (E/H264F
' 118 $3F); B THRERBREE

20154 hfx

Source : Introduction of Patent opposition
system (JPO, 2015.Nov.);

801
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Tokkyogyosei Nenjihoukokusho 2015

252| 293 296 283 260 254 °>°8 343 373 284 292 257 9237 269 517 247 215

|I I. |l |l I. |. I. |. I. I. T

98 Q9 00 01 02 02 04 05 06 07 08 09 10 11 2012 2013 2014 £F
13




" -=EEENNNNN

RITOBEAROFED
NERNURE

ERH
> BABCMEAXIREzHFE
ANDF¥EFETBE
— BEBAE(CLZFEIFDIEHE
RECEE
>  HHIECHITDEMGEKR-F
(EESEDOLEPN
— EFLTE IR ADEE
BCDOWTHERZFEKT
SRFERERITBCL
> fAIEOREHHIPRDFEF]
(PR TE B Rkitia hll PR DR )
— EBOERTHIZEIE
(SISO THFEEANTILFS
TN TERLIICT
Y )

SONDERHOFF

Recent EINSEL
improvements and

challenges of Japanese examination

Challenges:
» Making a face to face meeting with the

examiner a statutory right of the
applicant

— Often helps the examiner to
understand the invention

Implementation of the main request /
auxiliary request

— Ensures the applicant to have
granted the widest possible claims

Reduce restrictions in amending
contents of claims (Abolish the
restriction: Generic terms to specific
terms)
— Giving flexibility to applicant, in
considering the examination
results or the circumstances on

the market 14



g

R . SONDERHOFF
=L SEAS ecen EINSEL
Hagwazls“g)?gcb improvements and
WES=YNO T challenges of Japanese examination
zme . Challenges:
» Reduce restrictions in time, when

> fH1E - D E| B FAORFEARIHIPRD
Al (LEENMREL TSRO
tH1E - D EIHFAZ A]EEL T D)

— BEEOFERPHIREIRIC

SUTHEREANILFS )L
(CTIETEDLINCT B

> YFEFEEHBUHIECBVTET
HERPRE (WU TEABIRERI L Z
ClEEC RS
— BRI REZLETS
)

amendments and divisional
applications can be filed
(Amendments and divisional
applications should be possible, as
long as the patent application is
pending.)

— Giving flexibility to applicant, in
considering the examination
results or the circumstances on
the market

Even if a patent is upheld in an
opposition, the opposing party should
be able to appeal the judgement

— For preventing the easy way to
uphold patents 15
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Recent improvements

BIOHAOEED and challenges of
&= h N=EH B
ERRURE Japanese examination
CNBDRBTINTHEFTD Implementing the above changes
EIEIASBBIEDTH I, would without exception increase

the load of the JPO, but after

successfully shortening the time

BHEHABEOREMBEEVORARD

= BHF A\ ) > — = =

AENER CELIRTE, EIF for examination, we hope that
HOBATELLWEDTH D, the JPO prioritizes and tackles

these challenges.

16
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Challenges of Japanese Courts

Although Japan intended to become an
IP valuing nation through specialized
courts, establishing an IP High Court
(April 1st, 2005) and concentrating
patent infringement cases to the
Tokyo/ Osaka District Courts, the
number of patent infringement cases
are still low (In 2013, 187 patent
infringement cases have been filed.).

&

Including EU corporations, why is the
Japanese Judicial System being kept
unused? 17
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HARD=HIFrDEREE Challenges of Japanese Courts
ERiH Challenges:
> [PEIEISETEITSZ GEHiEi > Introduction of an inspection
B0) ORISR DA system (before filing an

infringement case) of the
infringing items

— FEVINIITRE =
=IO TIZACUNME

— Processes, software etc.,

FEURWASOYE which are in the domain of
the infringing party, are
N . hard to specify.
> EEARASSRETE R 0 oPEey
- > Introduction of a faster
DEEYN

working preliminary injunction
_ =B— =11l b I§|""' —
hiz(CHE IR Em — Need of stopping the
ZIC8D infringing items before

being sold on the marke’1c8
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HARD#FIPFDRE Challenges of Japanese Courts
SARE ! Challenges:
> FIRMETERIOEFIEITZ ] > Making a compulsory execution
BE(CT B possible before a decision becomes
— EESNEELEISN final -
o o — The fact that the infringing
LI HIRFDILAAE product continues to be sold
BraLE throughout the time of the
proceeding imposes an
> FENAIEmNSEREAZ IR irreparable harm to the patent
FACENEZECEODTAF T owner.
EIR5IBNELIICTD » Making it worth filing the case from
— IEE{EREZIERSE an economic point of view
% BGREBEDR — More damages awarded ; Costs
Bl : [EIHRIRHEERIE should be borne by losing party ;
= B RS nght to information ; Education
of judges 19
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&% EUNBETEINRISE Suggestions for calling for
HIESADEHDIRE future investments from
) 8 the EU
> $FEFT. ﬁEEUJﬁﬁ(CEBL\'C > JPO and Courts should strictly
70 )\F> MEGRICE implement the Pro Patent
I 318 ﬁﬁ’i’b_CBB:)o Policy decided by the

Japanese government.

20
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Sk, EUD\BETEEI’JH}Q:% BB o o
\ o calling for future investments
>  NFETS5Ph. AEEHBAEINE » Opening the market for foreign
ADNBEARORIEL RETERE attorneys at law and patent attorneys
e EERR=2TEB3L5(C9 3, to own Japanese law and patent law
— BEAOHIEZEUCTEDIAAT firms
£55 — They are the best sales people
h he b I I
@ for the Japanese IP system.
JUL>R (— NN
HANDIZRICOBN'S — They understand the needs of
— BEUDOTEED=-X(CEDIE the EU industry.

H—EADIEMH — Aot of people believe that this

— HAROEIBEDEDZESL will take away work from
Bhnhsreh. 2G5, Japanese lawyers but in my
@ opinion, it will just let the legal
JCAFRERS market grow.

21
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7 . :
calling for future investment E|NSEL

M7 MAT) = =

}U‘L@r &)@}Em from the EU

> BEEMEITLIRESEVNTER. R4 BREODER » After the Meiji restoration, Japan has combined
DS TEER/FH>TEIAEER . HARD legal systems from various countries, which led
pd s (FEIRE B O1Z1E U LSERICHD to a patent law without principles. Recent
TUEHTVB, ZOHRTORE 4 ISEMIE amendments constitute a mere additional

patchwork. A basic change of the patent law
implementing principles is needed.

EHR3)\WFI-DICR>TLFEITWVD, [RIB
[FR|ZEHUE_E TORARNLSIEN

CN — Judgement about the validity of a patent
— EEFECHI BN IRERADHIMR( nan ”lf””ftem”t oy V‘O'f.ff.f thf
LS DNE R E LSEBC RS principle of the tentative validity of an
g;LF S administrative act.

— Discussion about amendments should not
only focus on what kind of amendments

— ERUEDER(ITERICEOTED LI

N 1A \ SE e L EE B .
;fﬂ&]élﬁb\a\l{ gb\\t(’\jﬁ:\iﬁ;tyﬂﬁ(\f are needed, but what kind of amendments
A%}? q?fiffo_)‘bj’_ C IEb“D are possible in light of the existing

REN VDGR BIRF(CATONINE principles (Principles bind the judiciary and

(}ﬁifﬂ}ﬁﬂﬂb\ /ﬁ Tﬂf&#@f}’jﬁﬁj the JPO)
3) — The status of academics has to improve for
— ZOISHICFE O ZE_ S, &l a better IP education
MBEOEZEHD — Legal certainty and foreseeability has tg

— JENZIEE- T RAIEEMZ 55D improve.
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Thank you
for
your attention

www.SE1910.com
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